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DETAILED ACTION 

1. Applicant's election of Group I, claims 1-6 in the reply filed on April 28, 2008, 
is acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

3. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that the 
subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 

U.S.C. 103(a). 



Application/Control Number: 10/566,949 
Art Unit: 1795 



Page 3 



4. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese patent publication 10-212592 to Kobayashi et al in view of Sallo et al (US 
3,032,486). 

5. The Kobayashi et al publication is directed to a platinum alloy plating bath. 
The plating bath includes a platinum compound and a compound of an iron-group 
metal, such as iron, nickel or cobalt. See paragraph [0004] of the English language 
machine translation. The platinum concentration in the bath is 0.5-10 g/1 
(approximately 0.0026 - 0.05 mol/1) in general. See paragraph [0005]. Paragraph 
[0007] discloses that the concentration of nickel, the iron-group metal, is 1-10 g/1 
(0.017 - 0.169 mol/1) in general. Choice of a platinum concentration and an iron 
concentration from within these disclosed ranges, such as 0.05 mol/1 of platinum 
and 0.05 mol/1 of iron-group metal, result in a ratio within the range recited in 
instant claim 1. 

6. The composition of claim 1 differs from the composition of Kobayashi et al by 
reciting the inclusion of a complexing agent. The Sallo et al patent is directed to a 
plating bath for electrodeposition of ferromagnetic materials. The plating bath 
contains an iron salt such as ferrous chloride. Sallo teaches that since hydrated 
oxides of iron precipitate even in acid baths, it is necessary to utilize a complexing 
agent to maintain the plating bath in solution. The preferred complexing agent is 
ammonium citrate (column 2, lines 16-21). 
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7. The prior art of record is indicative of the level of skill of one of ordinary skill 
in the art. It would have been obvious at the time the invention was made to have 
included a complexing agent such as a citrate compound in the composition of 
Kobayashi because it would have helped maintain the iron in solution as taught by 
Sallo. Choice of concentration values for platinum and the iron-group metal from 
within the ranges disclosed by Kobayashi would have been obvious and, as 
indicated above, would have resulted in the iron to platinum ratio recited by 
applicant. 

8. With respect to claim 2, the complexing agent disclosed by Sallo is a citrate 
compound. With respect to claim 3, the range of concentration of Fe recited 
overlaps that disclosed by Kobayashi. Choice of a value from within the range 
disclosed by Kobayashi would have been obvious. 

9. Instant claim 4 recites a pH range of 5.0 - 10.5. Kobayashi discloses a pH 
range of 11-13. See paragraph [0009]. The upper end of applicant's range and the 
lower end of the range of Kobayashi do not overlap but are very close. It has been 
held that a prima facie case of obviousness exists where the claimed ranges and 
prior art ranges do not overlap but are close enough that one skilled in the art 
would have expected them to have the same properties. Titanium Metals Corp. of 
America v. Banner, 227 USPQ 773 (Fed. Cir. 1985). 
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10. With respect to claim 5, the citrate suggested by Sallo would have served to 
complex with platinum as well as iron so that both an iron complex and a platinum 
complex would have been formed. 

Claim Rejections - 35 USC §102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by 
the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United States and was 
published under Article 21(2) of such treaty in the English language. 

12. Claims 1-3, 5 and 6 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Daimon et al (US 2004/0074336). 

13. The Daimon et al patent is directed to the production of metal particles for 
use in magnetic recording. The particles may comprise iron, platinum and copper. 
See ex. 41 - ex. 45 in Table 2 on page 13. In example 41 the composition was 
Fe4oPt45Cui5. In the process of making the particles, Daimon creates a solution in 
which a salt or a complex of Fe, a salt or a complex of Pt, and a salt or a complex of 
Cu are dissolved in alcohol alone, water and an alcohol, or an alcohol and an organic 
solvent. See page 4, paragraphs [0049] - [0053]. Paragraph [0056] discloses that 
the iron complex may be iron (III) citrate n-hydrate, showing that citrate was used 
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as a complexing agent. In example 41, 0.62 millimoles of an iron (III) complex and 
0.62 millimoles of a platinum (II) complex were added to 100 ml of ethylene glycol. 
In terms of moles per liter, the concentration would have been 0.0062 mol/1 of iron 
complex and 0.0062 mol/1 of platinum complex. The iron complex and platinum 
complex are present in equal molar amounts so the ratio would have been 1:1. All 
limitations of the composition recited in instant claim 1 are met by the solution of 
Daimon et al. It is noted that instant claim 1 recites a "plating" solution. The 
recitation of an intended use does not serve to distinguish the composition recited in 
claim 1 from the composition disclosed by Daimon. 

14. With respect to claim 2, Daimon discloses an iron citrate complex. With 
respect to claim 3, the concentration of Fe disclosed in example 41 of Daimon falls 
within the range recited by applicant. With respect to claim 5, the solution of 
example 41 contained both a Fe complex and a Pt complex. With respect to claim 6, 
example 41 additionally contained a copper complex. 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Albon et al (US 5,102,509) is directed to a bath for plating 
platinum and discloses that citrate forms a complex with platinum (column 2, lines 
19-21). 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to WILLIAM T. LEADER whose telephone number 
is (571) 272-1245. The examiner can normally be reached on Mondays-Thursdays 
and alternate Fridays, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Susy Tsang-Foster can be reached on 571-272-1293. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 



William Leader 
/Susy Tsang-Foster/ 

Supervisory Patent Examiner, Art Unit 1795 



